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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1 - 8 and 17 - 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Burrows (U.S. Patent 6,377,530) in view of Terui (U.S. Patent 
5,903,871). 

3. Regarding Claims 1 and 17, Burrows discloses a jack for coupling the system to 
a computer for downloading compressed audio data onto the hard disk (col. 4 lines 22 - 
24) (i.e. means for recording a content supplied from an external device) audio output 
jack (Fig. 1 ref. 130) (i.e. means for reproducing the content). Burrows does not 
disclose means for detecting that said reproducing means performs a reproduction 
when a recording command is issued or means for disabling said reproducing means 
and enabling said recording means when said detecting means detects that said 
reproducing means performs the reproduction. Terui discloses a voice reproducing 
apparatus with a method of determining whether recording is on (Fig. 12 S38) or playing 
is on (Fig. 12 S40) (i.e. means for detecting that said reproducing means performs a 
reproduction when a recording command is issued or means for disabling said 
reproducing means and enabling said recording means when said detecting means 
detects that said reproducing means performs the reproduction). One of ordinary skill in 
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the art at the time of the invention would have been motivated to use Terui's detection 
method on Burrows audio system in order to facilitate recording and file transfers. It is 
desirable to avoid corrupted data and data loss and by monitoring when recording is to 
be done, this can be eliminated. 

4. Regarding Claims 2 and 18, in addition to the elements stated above regarding 
claims 1 and 17, Terui discloses a voice reproducing apparatus with a method of 
determining whether recording is on (Fig. 12 S38) or playing is on (Fig. 12 S40) (i.e. 
means for enabling said recording means when said detecting means does not detect 
that said reproducing means performs reproduction). 

5. Regarding Claims 3 and 19, in addition to the elements stated above regarding 
claims 1 and 17, Terui discloses a voice reproducing apparatus with a method of 
determining whether recording is on (Fig. 12 S38) (i.e. second detecting means for 
detecting that said recording means is turned on when the recording command is 
issued, and means for turning on said recording means when said second detecting 
means does not detect that said recording means is turned on). 

6. Regarding Claims 4 and 20, in addition to the elements stated above regarding 
claims 1 and 17, Terui discloses that if rec isn't on and play is, voice reproduction 
continues (Fig. 12 S38 and S40) (i.e. means for restarting interrupted reproduction after 
recording is completed). 

7. Regarding Claims 5 and 21 , Burrows discloses a jack for coupling the system to 
a computer for downloading compressed audio data onto the hard disk (col. 4 lines 22 - 
24) (i.e. means for recording a content supplied from an external device) audio output 
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jack (Fig. 1 ref. 130) (i.e. means for reproducing the content) and the host computer, 
when coupled to the system via the jack, can access the table of contents, delete entire 
CDs and/or tracks stored on the hard disk, download additional CDs and/or tracks onto 
the hard disk, and replace or update the table of contents (i.e. means for detecting that 
the apparatus is connected to the external device). Burrows does not disclose setting 
an operation mode and means for controlling said recording means and said 
reproducing means in accordance with the operation mode when said detecting means 
detects that the apparatus is connected to the external device. Terui discloses multiple 
playback control buttons (Fig. 1 element 19) (i.e. means for setting an operation mode) 
and a method of determining whether recording is on (Fig. 12 S38) or playing is on (Fig. 
12 S40) (i.e. and means for controlling said recording means and said reproducing 
means in accordance with the operation mode when said detecting means detects that 
the apparatus is connected to the external device). Motivation to combine these 
devices is given above regarding claim 1 . 

8. Regarding Claims 6 and 22, in addition to the elements stated above regarding 
claim 5, Burrows discloses a jack for coupling the system to a computer for downloading 
compressed audio data onto the hard disk (col. 4 lines 22 - 24) (i.e. connected to an 
external apparatus). Terui discloses a check to see if play is on (Fig. 12 S40) (i.e. first 
mode, reproduction is continued), a check to see if rec is on (Fig. 12 S38) (i.e. second 
mode, reproduction is stopped and recording is started and third mode, recording is 
started after reproduction is completed and fourth mode, reproduction is interrupted and 
recording is started and after recording, the interrupted reproduction is restarted). 
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9. Regarding Claims 7 and 23, in addition to the elements stated above regarding 
claims 6 and 22, Terui discloses multiple manual playback control buttons (Fig. 1 
element 19) (i.e. setting means comprises an interface device for manually presetting . 
the operation mode). 

10. Regarding Claims 8 and 24, in addition to the elements stated above regarding 
claims 5 and 21 , Burrows further discloses the host computer, when coupled to the 
system via the jack, can access the table of contents, delete entire CDs and/or tracks 
stored on the hard disk, download additional CDs and/or tracks onto the hard disk, and 
replace or update the table of contents (i.e. setting means comprises means for 
receiving a mode setting command from the external device). 

Allowable Subject Matter 

1 1 . Claim 9 - 16 and 25 - 32 are allowed. 

1 2. Regarding Claims 9 and 25, Burrows discloses a jack for coupling the system to 
a computer for downloading compressed audio data onto the hard disk (col. 4 lines 22 - 
24) (i.e. means for recording a content supplied from an external device) and audio 
output jack (Fig. 1 ref. 130) (i.e. means for reproducing the content). Terui discloses an 
input/output buffer (Fig. 1 element 7) (i.e. the reproducing means buffering content data 
before reproduction) and a check to see if play is on (Fig. 12 S40), a check to see if rec 
is on (Fig. 12 S38). Burrows further discloses a predefined amount of compressed 
audio data from the disk storage unit or the volatile memory buffer is placed into the 
non-volatile memory buffer when the portable audio player is commanded to stop 
playing (col. 2 lines 64 - 67). Neither Burrows nor Terui disclose or make obvious 
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checking a buffer to ensure it has a sufficient amount of data available to resume 
playback after recording has completed. Burrows discusses placing a predetermined 
amount of audio data into a volatile memory buffer when the unit receives a stop 
command but it does not teach enabling a recording means when a sufficient amount of 
content is buffered. Therefore Claim 9 and 25 are allowable. 

1 3. Claims 10-16 and 26 - 32 are allowable based upon their dependence from an 
allowable claim. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew C Flanders whose telephone number is (703) 
305-0381 . The examiner can normally be reached on M-F 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Forrester Isen can be reached on (703) 305-4386. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-Tree). 
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